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$~35 

* IN  THE  HIGH  COURT  OF  DELHI  AT  NEW  DELHI 

%             Date of Decision: 18
th

 February, 2025 

+  CS(COMM) 532/2024 & I.A. 31989/2024 

 CASTROL LIMITED     .....Plaintiff 

 

Through: Mr. Urfee Roomi, Mr. Jaskaran Singh 

& Ms. Vanshika Bansal, Advocates 

(M-9811600017) 

    versus 

 

 KAPIL & ANR.      .....Defendants 

 

    Through: Mr. Kartik Jain, Advocate for D-1.  

Mr. Deep Chand and Ms. Susheela 

Prajapat, Advocates for D-2.  
 

 CORAM: 

 HON'BLE MS. JUSTICE MINI PUSHKARNA 

 MINI PUSHKARNA, J (ORAL) 
 

1. The present suit has been filed seeking permanent injunction against 

the defendants and their related parties from manufacturing, selling, 

advertising & exporting any products, i.e. engine oils, coolants, gear oils 

lubricants bearing the marks, ACTIV,  ACTIBOND, 

 and packaging, along with 
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anything that is deceptively similar to the said marks and packaging of the 

plaintiff.  

2. This Court notes that an ex-parte ad-interim injunction has already 

been granted in favour of the plaintiff vide this Court‟s order dated 02
nd

 July, 

2024, whereby, the defendants were restrained from dealing in any manner 

with any engine oils, coolants, gear oils, etc., with the infringing 

marks/packaging or any other similar/identical marks/packaging as that of 

the plaintiff.  

3. This Court also notes that no written statements have been filed on 

behalf of defendant nos. 1 and 2, despite lapse of statutory period. 

Accordingly, this Court vide order dated 10
th
 February, 2025, proceeded 

under Order VIII Rule 10 of the Code of Civil Procedure, 1908 (“CPC”) 

against the defendants. Further, the said order also recorded the request on 

behalf of the defendants that they may be granted some time with respect to 

payment of costs/damages.  

4. The case of the plaintiff, as canvassed in the plaint, is as follows: 

4.1 Founded in the year 1899 in the United Kingdom, the plaintiff 

company has its presence in more than 160 countries, and is a world leader 

in the field of lubricants, oils, coolants, grease and related goods and 

services. 

4.2 The plaintiff uses the marks, “ACTIV”, “ ”, 

“ACTIBOND” and “ ”, in relation to its engine 

oils and lubricants which are packaged in plaintiff‟s unique trade dress, 
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being original artistic work within the meaning of the Copyright Act, 1957, 

having distinctive shape, get-up and colour combination, as follows: 

 

4.3  The plaintiff is the proprietor of various registrations/applications in 

favour of the aforesaid marks and trade dress, with statutory registration in 

the mark, “ACTIV” dating back to the year 1999. Owing to the distinctive 

get-up and layout, the plaintiff‟s packaging constitutes protectable trade 

dress under Section 2(1)(m) of the Trade Marks Act, 1999.  

4.4  The marks of the plaintiff are known and reputed world-wide, with 

trade mark registrations in multiple jurisdictions. Furthermore, one or more 

of plaintiff‟s marks have acquired the status of well-known marks under 

Article 6bis of the Paris Convention.  
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4.5 In India, plaintiff‟s CASTROL mark has been used as early as 1909 

and the company itself has had presence in India since 1910. In the year 

1990, the name of Indian subsidiary of the plaintiff company was changed to 

„Castrol India Limited‟.  

4.6  Castrol India Limited has three manufacturing plants in India, located 

in Dadra and Nagar Haveli, Maharashtra and West Bengal and enjoys 20% 

market share in the overall Indian lubricant market.  

4.7  Over the years, the plaintiff has spent crores on the advertisement and 

marketing of its products bearing the suit trademarks and trade dress, with 

endorsements from leading celebrities.  

4.8  Plaintiff‟s marks and packaging have come to be associated solely and 

exclusively with the plaintiff and the same have developed a significant 

reputation owing to the long and extensive use in India. Further, the 

plaintiff‟s marks and packaging have also become well-known under the 

meaning of Section 2(1)(zg) and Section 11(6) of the Trade Marks Act, 

1999.  

4.9 Defendant nos. 1 and 2, as per plaintiff‟s knowledge, are individuals 

collusively engaged in manufacturing, marketing and selling engine oils and 

lubricants under infringing marks, “ACTIVE”, “ACTIBOND”, 

“ ”, “ ” and 

“ ”, in an infringing trade dress, shown as 

under:  
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4.10  In April 2024, the plaintiff came across two Facebook profiles 

belonging to defendant no. 2, under the names, „Makkvoll Lubricants‟ and 

„Makkvoll Engine Oil‟, and a Facebook group by the name, „All India 

Lubricant Manufacturers (#Makkvolllubricants)‟, advertising and offering 

for sale products of defendants with infringing marks and packaging.  

4.11 Upon investigation by the plaintiff, it was found that the products 

bearing the infringing marks and trade dress, being advertised by defendant 

no. 2 through its Facebook profiles, groups and IndiaMart listing, were 

being manufactured and sold by defendant no. 1 through its brick-and-

mortar store in Jhunjhunu, Rajasthan. It was further discovered that the 

infringing products under the brand Makkvoll used to be sold by defendant 

no. 2 till the year 2022, whereafter, the business was transferred to defendant 

no. 1. 

4.12  The defendants are rank infringers who are using the infringing marks 

and packaging openly to mislead unwary customers and to capitalise upon 

plaintiff‟s goodwill and reputation by selling/offering for sale engine oils 
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and lubricants bearing confusingly and deceptively similar marks and 

packaging.  

4.13 Being aggrieved by the infringing activities of defendants and dilution 

of its brand identity, the plaintiff has filed the present suit, praying for inter 

alia permanent injunction, damages, delivery-up and declaration of 

plaintiff‟s mark,  as well-known.  

5. Learned counsel appearing for the plaintiff has drawn the attention of 

this Court to the Local Commissioner Report, to show the extent of 

infringing goods along with counterfeit products that were recovered from 

the premises of defendant no. 1. The relevant portions of the report of the 

Local Commissioner dated 19
th

 July, 2024, read as under: 

“xxx xxx xxx  
 

8. The search began around 11:45 AM and I started with the 

inspection of the subject site during which I was informed by Mr. 

Ankit Saini that Mr. Kapil, i.e., Defendant No.1 had received a call 

3 days back from an unknown individual alerting him of a suit/case 

that has been filed against him before the Delhi High Court and 

advised Defendant No.1 to take action at the earliest. Upon further 

enquiry qua the details of the unknown individual caller, Mr. Ankit 

Saini refused to give any information to that effect.  
  

9. While the Local Commission was being executed and search 

was being carried out, I identified the original Castrol products 

bearing the mark ‘Castrol Activ’, that were also being sold along 

with the infringed products at the subject site. To this effect, I was 

informed by Mr. Ankit Saini that they deal in original Castrol 

products and themselves manufacture the infringed products and 

sell all such products at the retail store owned by Defendant No.1. 
 

10. Further during the course of inspection, I came across a 

computer and enquired from Mr. Ankit Saini about the books of 

accounts, ledgers, and the mode of dealing with the infringed 

products. In response to my query, Mr. Ankit Saini introduced me 

to the Chartered Accountant (“CA”) of Kapil Autoworks, who 

introduced himself as Mr. Kapil Sharma. Subsequently, I was 
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informed by the CA that they deal in cash only and have no 

records of any books of accounts, ledgers, etc., as they provide a 

plain slip of paper indicating the figure, which they give to the 

customers and keep no record of. 
 

11. Upon enquiry qua the whereabouts of Defendant No.1, I was 

informed that he is not present due to three back-to-back deaths in 

his family. Thereafter, I enquired about the mode of acquiring and 

manufacturing of the infringed products. To which, I was informed 

that all the products are manufactured by the Defendant no.1 in a 

factory which was located behind the main retail store. 
 

12. It is recorded, that after the stock present at the retail store 

was thoroughly inspected and seized at the retail store, I along 

with the counsel for the plaintiff and his team proceeded to 

inspect the factory, wherein manufacturing of infringed products 

was being carried out. Upon my entry into the factory, I found 17 

oil barracks and multiple boxes of the infringed products, which 

evidently showed that the factory was a manufacturing unit 

used/owned by the Defendant no.1. 
 

xxx xxx xxx” 

(Emphasis Supplied) 

 

6. This Court also notes the inventory, as filed by the learned Local 

Commissioner, of the seized goods from the premises of the defendant no. 1, 

which is reproduced as under: 
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7. Perusal of the aforesaid clearly shows that defendant no. 1 has been 

dealing with, manufacturing and marketing its products under the infringing 

marks and packaging, in large commercial quantities.  

8. At this stage, learned counsel appearing for the defendant no. 2 

submits that no local commission was executed at his premises and no 

infringing goods were recovered from the premises of defendant no. 2. 

9. However, the said fact is vehemently denied by the learned counsel 

appearing for the plaintiff. He draws the attention of this Court to various 

documents filed with the plaint to show the active involvement of defendant 

no. 2.  

10. Pursuant to the aforesaid submission, the plaintiff has drawn the 

attention of this Court to „Document 31‟, as filed along with the plaint, 

which is the Goods and Services Tax (“GST”) information of „Yashvi 

Enterprises‟, in the name of Mr. Sunil, i.e. defendant no. 2. Perusal of the 

said document shows that defendant no. 2, who is running his proprietorship 

under the trade name, „Yashvi Enterprises‟, had obtained the GST 

registration in 2020, and the same is currently active. The said document is 

reproduced as under: 
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11. In furtherance thereto, this Court also takes note of the GST document 

showing registration in the name of Mr. Kapil, i.e., defendant no. 1, under 
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his trade name, Kapil Auto Workshop, which is filed along with the plaint as 

„Document 30‟. The same is reproduced as under:  
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12. This Court further notes the various listings on IndiaMart, for the 

infringing products, wherein, the trade names of defendant nos. 1 and 2 are 

clearly mentioned. The documents with regard to listing showing the trade 

names of defendant nos. 1 and 2 on the pages of IndiaMart are reproduced as 

under: 
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13.  This Court notes that the respective GST registration numbers of the 

businesses of defendant nos. 1 and 2, as reproduced hereinabove, are clearly 

recorded along with the trade names of defendant nos. 1 and 2 in the 

aforesaid pages of IndiaMart. Further, perusal of the aforesaid pages of 
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IndiaMart clearly shows that both the defendants have been actively 

involved in selling the infringing goods.  

14. This Court further notes the various Facebook pages, profiles and 

posts associated with defendant no. 2, in the name of either Yashvi 

Enterprises or Mr. Sunil Sangwan which clearly show the offer for sale of 

the infringing products in association with defendant no. 2, offering 

distributorship of the infringing product and bulk marketing, thereof. The 

said Facebook pages are reproduced as under:  
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15.  Various other documents from Facebook, as filed along with the 

plaint, show that the defendant no. 2, Mr. Sunil Sangwan is the proprietor of 
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Yashvi Enterprises and has clearly claimed that defendant no. 2 is looking 

for dealers and seeking distributorship for the infringing product in question. 

The extracts of the relevant documents from the Facebook page of and 

groups associated with defendant no. 2, are reproduced as under:  
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16.  Perusal of the aforesaid documents clearly show that the defendant 

no. 2 is not only the manufacturer of the products in question, but defendant 

no. 2 is also dealing in bulk quantities of the said products. This is manifest 
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from the very fact that defendant no. 2 is shown to be looking for 

distributorships and dealerships for the products manufactured by him 

through his proprietorship concern, i.e. Yashvi Enterprises.  

17. This Court further takes note of the affidavit of the investigator filed 

along with the plaint as „Document 37‟, who was hired at behest of the 

plaintiff, wherein, the investigator has categorically stated as under:  

“xxx xxx xxx 

6. I say that upon calling on this phone number, I found that it 

belonged to one Kapil Saini, who informed, during my call, that he 

deals in engine oils and lubricants bearing the MAKKVOLL brand 

and ACTIVE marks as shown above through his proprietorship 

concern, namely, Kapil Auto Workshop. Upon further enquiries, Mr. 

Saini provided his address to me and agreed to meet me in person. 
 

7. I then met with Mr. Saini at the address Ward No 11, Old Bus Stand 

To Tehsil Road, Surajgarh, Jhunjhunu, Rajasthan, 333029, and 

noticed that Mr. Saini was carrying on his business of manufacturing 

and selling engine oils and lubricants from this address, trading under 

the name Kapil Auto Workshop. I also noticed that the products which 

were listed on Mr. Sunil/Yashvi Enterprises' IndiaMart page, bearing 

the MAKKVOLL brand name and the above-shown ACTIVE and 

ACTIBOND marks and packaging, were being manufactured, 

marketed and sold/offered for sale by Mr. Saini, from this address. 
 

8. Further, during my oral enquiries with Mr. Saini, I got to know that 

Mr. Saini is associated with Mr. Sunil/Yashvi Enterprises and that the 

two of them are together engaged in the business of manufacturing 

and selling engine oils under the MAKKVOLL brand, bearing the 

above-shown ACTIVE and ACTIBOND marks and packaging.  
 

9. I further say that Mr. Saini confirmed to me during the investigation 

that he is marketing, supplying and selling his engine oils under the 

MAKKVOLL brand bearing the ACTIVE and ACTIBOND marks and 

packaging to various dealers as well as consumers in Delhi.  
 

xxx xxx xxx” 

18.  This Court also takes note of the invoice dated 15
th
 May, 2024, which 

has been issued by defendant no. 1 for the infringing products, which is 

reproduced as under:  
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19.  The aforesaid detailed discussion clearly brings forth the involvement 

of the defendant nos. 1 & 2 in the manufacturing, marketing and selling of 

engine oils, coolants and lubricant products under the infringing packaging 

bearing the infringing marks.  

20. This Court notes that the plaintiff is the proprietor of multiple 

registrations and applications for the following marks: 
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21. Having noted the aforesaid facts and submissions, it is relevant to 

compare the marks and packaging of the plaintiff to the infringing marks 

and trade dress being used by the defendants. A comparative table towards 

the same is reproduced, as under:   

PLAINTIFF’S MARKS AND 

TRADE DRESS 

DEFENDANTS’ INFRINGING 

MARKS AND TRADE DRESS 

ACTIV 

 

ACTIBOND 

  

 

ACTIVE 

 

 

ACTIBOND 

 

 

 

22. Perusal of the aforesaid tabular comparison, particularly the trade 

dress of the parties, shows the following:  
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i. The distinctive feature of plaintiff‟s packaging, which is silver-grey in 

colour with a red cap.  

ii. The front of plaintiff‟s container bears a label in the shape akin to that 

of a trapezium, the top of which prominently displays the CASTROL 

device mark, below which the plaintiff' s other marks, such as ACTIV 

are written in a stylized font.  

iii. The centre of the label features the „Oil in Action‟ with Rod device 

mark ( )/ „Oil in Action‟ with device mark ( ).  

iv. The bottom right of the plaintiff‟s lubricant bottle features the 

ACTIBOND device ( ).  

iv. There is a label affixed onto the back of the container, which is also 

in the shape or a trapezium, bearing the CASTROL ACTIV device mark 

( ). Further, below the said label are the details of the 

manufacturer, place of manufacturing, bar code, MRP, date of 

manufacture, etc.  

23. Upon a careful comparison of the trade dress of the plaintiff and that 

of the defendants, it becomes apparent that the overall colour scheme, get-up 

and layout of the defendants‟ impugned packaging is nearly identical to that 

of the plaintiff‟s trade dress. The defendants have evidently used nearly 

identical/deceptively similar two tone green and white background for the 

label on their packaging. Further, the layout of the defendants‟ label, with 
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white colour in the upper half and a circular green, highlight for placement 

of similar device element/  is another deliberate attempt on 

part of the defendants to mislead and confuse the consumers as to the true 

identity and association of its goods.  

24. This Court takes into consideration the principles to be borne in mind 

while analysing deceptive similarity of marks, as laid down by the Supreme 

Court in the case of Parle Products (P) Ltd. Versus J.P. and Co., (1972) 1 

SCC 618, which read as under: 

“xxx xxx xxx 

 

9. It is, therefore, clear that in order to come to the conclusion whether 

one mark is deceptively similar to another, the broad and essential 

features of the two are to be considered. They should not be placed side by 

side to find out if there are any differences in the design and if so, whether 

they are of such character as to prevent one design from being mistaken 

for the other. It would be enough if the impugned mark bears such an 

overall similarity to the registered mark as would be likely to mislead a 

person usually dealing with one to accept the other if offered to him. In 

this case we find that the packets are practically of the same size, the colour 

scheme of the two wrappers is almost the same; the design on both though 

not identical bears such a close resemblance that one can essily be mistaken 

for the other. The essential features of both are that there is a girl with one 

arm raised and carrying something in the other with a cow or cows near her 

and hens or chickens in the foreground. In the background there is a farm 

house with a fence. The word “Gluco Biscuits” in one and “Glucose 

Biscuits” on the other occupy a prominent place at the top with a good deal 

of similarity between the two writings. Anyone in our opinion who has a 

look at one of the packets today may easily mistake the other if shown on 

another day as being the same article which he had seen before. If one 

was not careful enough to note the peculiar features of the wrapper on the 

plaintiffs’ goods, he might easily mistake the defendants’ wrapper for the 

plaintiffs’ if shown to him some time after he had seen the plaintiffs’. 

After all, an ordinary purchaser is not gifted with the powers of 

observation of a Sherlock Homes. We have therefore no doubt that the 

defendants’ wrapper is deceptively similar to the plaintiffs’ which was 

registered. We do not think it necessary to refer to the decisions referred to 
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at the bar as in our view each case will have to be judged on its own 

features and it would be of no use to note on how many points there was 

similarity and in how many others there was absence of it. 

 

xxx xxx xxx” 

(Emphasis Supplied) 
 

 

25. This Court further notes that even on a broad comparison of the rival 

marks of the plaintiff and the defendants, it is apparent that the defendants 

have merely added the letter „E‟ to the plaintiff‟s „ACTIV‟ mark to arrive at 

the impugned „ACTIVE‟ mark, with identical font and stylization. 

Moreover, the defendants have copied the plaintiff‟s „ACTIBOND‟ sword 

mark in its entirety and are using it to package their infringing products. 

Thus, this Court, in the case of National Insurance and Indemnity 

Corporation and Another Versus Virat Travels and Another, 2022 SCC 

OnLine Del 1004, while adjudicating upon the nature of deceptive similarity 

between the marks BOLTBUS and BOLTTBUS/BULLETBUS, held as 

under:  

“xxx xxx xxx 

 

19. After having seen the Defendants’ use  of  the identical and 

deceptively similar mark ‘BOLTTBUS’ and ‘BULLETBUS’, as also the 

initial adoption of the ‘bolt logo’, the identical colour combination and the 

promotion on social media, this Court is convinced that the Defendants’ 

adoption and use of the said mark ‘BULLETBUS’ logo and writing style 

as also BOLTTBUS’ would be contrary to law and violative of the 

Plaintiffs rights in the mark ‘BOLTBUS’. Such blatant infringement of the 

mark, even though belonging to a foreign proprietor, cannot be condoned, 

especially when the Court is convinced that the same has been adopted with 

a dishonest and mala fide intention. 

 

xxx xxx xxx” 

(Emphasis Supplied) 
 

26. In view of the aforesaid findings and on account of no written 

statements being filed on behalf of the defendants as recorded above, there is 
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no defence effectively raised by the defendants and the claims of the 

plaintiff remain unrebutted. Therefore, no useful purpose would be served in 

putting the present case for trial.  

27. Thus, in the case of Sandisk LLC and Another Versus Laxmi 

Mobiles and Others, 2023 SCC OnLine Del 432, this Court held that where 

no written statement has been filed by the defendants, the Court is 

empowered to pass a summary judgement placing reliance on the report of 

the Local Commissioner as evidence. The relevant portion of the said 

judgement is reproduced as under: 

“xxx xxx xxx 
 

17. Since there is no written statement on behalf of Defendants, despite 

service of summons, this Court is empowered to pass a judgment in 

terms of Order VIII Rule 10 of Civil Procedure Code, 1908. The report 

of the Local Commissioner can be read in evidence in terms of Order 

XXVI Rule 10(2) of CPC. [See: ML Brother LLP v. Maheshkumar 

Bhuralal Tanna]. Therefore, in light of the Reports of Local 

Commissioners, and evidence collected by them, as well as non-filing of 

written statements, this Court is of the opinion that no ex parte evidence 

is required to be led. This view is supported by decisions of this Court in 

Disney Enterprises Inc. v. Balraj Muttneja, and Cross Fit LLC v. RTB 

Gym and Fitness Centre…” 
 
 

xxx xxx xxx” 
 

(Emphasis Supplied) 

28. Therefore, in light of the foregoing facts and findings, the Court finds 

that the defendant nos. 1 and 2 have infringed plaintiff‟s trademarks, and 

trade dress/packaging. Therefore, a decree by way of a summary judgment is 

warranted in favour of the plaintiff.  

29. As regards the aspect of cost and damages, this Court has further held 

in the case of Sandisk LLC and Another (supra) that in matters involving 

malafide adoption of mark and seizure of considerable quantity of infringing 
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material, the Court can proceed to award damages to the plaintiff. The 

relevant portion of the said judgment is reproduced as under:   

“xxx xxx xxx 

 

17. “….As regards claim of damages, this Court is convinced that this is 

not a case of innocent adoption, and Defendants’ conduct invites the 

award of damages. Taking a reasonable assessment of the volume of 

seizure made, nature of counterfeiting indulged into by Defendants, in 

the opinion of the Court, Plaintiffs are entitled to nominal damages, 

purpose of which has been laid out in the judgment of this Court in 

Indian Performing Right Society v. Debashis Patnaik. 

 
 

xxx xxx xxx” 

(Emphasis Supplied) 
 

30. Considering the aforesaid submissions and findings, the following 

directions are issued:  

I. The present suit is decreed in favour of the plaintiff and against the 

defendants in terms of Para 65 (a) to (d). 

II. Cost and damages of Rs. 10,00,000/- each, shall be paid by defendant 

nos. 1 & 2 to the plaintiff.   

III. The said amount shall be paid by the defendants to the plaintiff within 

a period of six months from today. The aforesaid amount shall be paid in 

two instalments by the defendants each, i.e., the first instalment of Rs. 

5,00,000/- within three months from today, and the second instalment within 

a period of three months, thereafter.  

IV. The plaintiff and/or its representative, is granted liberty to visit the 

premises of defendant no. 1 to destroy the goods bearing the 

mark/packaging of the plaintiff. For this purpose, the plaintiff and/or its 

representative shall contact the learned counsel appearing for defendant   no. 

1, and fix a mutual convenient time, which shall be done within a period of 
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four weeks from today. 

31. Decree sheet be drawn up, accordingly.  

32. The present suit, alongwith the pending application, stands disposed 

of.  

 

 

MINI PUSHKARNA, J 

FEBRUARY 18, 2025/da 
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