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* IN THE HIGH COURT OF DELHI AT NEW DELHI
% Date of Decision: 18" February, 2025
+  CS(COMM) 532/2024 & I.A. 31989/2024
CASTROL LIMITED .. Plaintiff

Through:  Mr. Urfee Roomi, Mr. Jaskaran Singh
& Ms. Vanshika Bansal, Advocates
(M-9811600017)

Versus

KAPIL & ANR. . Defendants

Through:  Mr. Kartik Jain, Advocate for D-1.
Mr. Deep Chand and Ms. Susheela
Prajapat, Advocates for D-2.

CORAM:
HON'BLE MS. JUSTICE MINI PUSHKARNA

MINI PUSHKARNA, J (ORAL)

1. The present suit has been filed seeking permanent injunction against
the defendants and their related parties from manufacturing, selling,

advertising & exporting any products, i.e. engine oils, coolants, gear oils

lubricants bearing the marks, ACTIV, ACtIV ACTIBOND,
-

m and packaging, - along with

Signature Not Verified
Digitally aﬂ,?; CS(COMM) 532/2024 Page 1 of 30
Stping beiEpa.02.5025

ni N 02,
20?11:%9 ey



By:AMAN(UKIYAL
Signing DaE:iZ4.02.2025

anything that is deceptively similar to the said marks and packaging of the
plaintiff.

2. This Court notes that an ex-parte ad-interim injunction has already
been granted in favour of the plaintiff vide this Court’s order dated 02™ July,
2024, whereby, the defendants were restrained from dealing in any manner
with any engine oils, coolants, gear oils, etc., with the infringing
marks/packaging or any other similar/identical marks/packaging as that of
the plaintiff.

3. This Court also notes that no written statements have been filed on
behalf of defendant nos. 1 and 2, despite lapse of statutory period.
Accordingly, this Court vide order dated 10"™ February, 2025, proceeded
under Order VIII Rule 10 of the Code of Civil Procedure, 1908 (“CPC”)
against the defendants. Further, the said order also recorded the request on
behalf of the defendants that they may be granted some time with respect to
payment of costs/damages.

4, The case of the plaintiff, as canvassed in the plaint, is as follows:

4.1 Founded in the year 1899 in the United Kingdom, the plaintiff
company has its presence in more than 160 countries, and is a world leader

in the field of lubricants, oils, coolants, grease and related goods and

4.2 The plaintiff uses the marks, “ACTIV”, “ ACt o,

“ACTIBOND” and “ AC" B - ND in relation to its engine

oils and lubricants which are packaged in plaintiff’s unique trade dress,

services.
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being original artistic work within the meaning of the Copyright Act, 1957,

having distinctive shape, get-up and colour combination, as follows:

4.3  The plaintiff is the proprietor of various registrations/applications in
favour of the aforesaid marks and trade dress, with statutory registration in
the mark, “ACTIV” dating back to the year 1999. Owing to the distinctive
get-up and layout, the plaintiff’s packaging constitutes protectable trade
dress under Section 2(1)(m) of the Trade Marks Act, 1999.

4.4  The marks of the plaintiff are known and reputed world-wide, with
trade mark registrations in multiple jurisdictions. Furthermore, one or more
of plaintiff’s marks have acquired the status of well-known marks under

Article 6bis of the Paris Convention.
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4.5 In India, plaintiff’s CASTROL mark has been used as early as 1909
and the company itself has had presence in India since 1910. In the year
1990, the name of Indian subsidiary of the plaintiff company was changed to
‘Castrol India Limited’.

4.6  Castrol India Limited has three manufacturing plants in India, located
in Dadra and Nagar Haveli, Maharashtra and West Bengal and enjoys 20%
market share in the overall Indian lubricant market.

4.7  Over the years, the plaintiff has spent crores on the advertisement and
marketing of its products bearing the suit trademarks and trade dress, with
endorsements from leading celebrities.

4.8 Plaintiff’s marks and packaging have come to be associated solely and
exclusively with the plaintiff and the same have developed a significant
reputation owing to the long and extensive use in India. Further, the
plaintiff’s marks and packaging have also become well-known under the
meaning of Section 2(1)(zg) and Section 11(6) of the Trade Marks Act,
1999.

4.9 Defendant nos. 1 and 2, as per plaintiff’s knowledge, are individuals
collusively engaged in manufacturing, marketing and selling engine oils and
lubricants under infringing marks, “ACTIVE”, “ACTIBOND”,

‘s-\
7 ™I
Adl Ve ZICTIVE
43 ER) 113 s o 3 -*‘ S O
’ = X =) and

ACTIBOND MOLECULES
« RSNV RSN » in an infringing trade dress, shown as

under:
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4.10 In April 2024, the plaintiff came across two Facebook profiles
belonging to defendant no. 2, under the names, ‘Makkvoll Lubricants’ and
‘Makkvoll Engine Oil’, and a Facebook group by the name, ‘All India
Lubricant Manufacturers (#Makkvolllubricants)’, advertising and offering
for sale products of defendants with infringing marks and packaging.

4.11 Upon investigation by the plaintiff, it was found that the products
bearing the infringing marks and trade dress, being advertised by defendant
no. 2 through its Facebook profiles, groups and IndiaMart listing, were
being manufactured and sold by defendant no. 1 through its brick-and-
mortar store in Jhunjhunu, Rajasthan. It was further discovered that the
infringing products under the brand Makkvoll used to be sold by defendant
no. 2 till the year 2022, whereafter, the business was transferred to defendant
no. 1.

4.12 The defendants are rank infringers who are using the infringing marks
and packaging openly to mislead unwary customers and to capitalise upon

plaintiff’s goodwill and reputation by selling/offering for sale engine oils
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and lubricants bearing confusingly and deceptively similar marks and
packaging.

4.13 Being aggrieved by the infringing activities of defendants and dilution
of its brand identity, the plaintiff has filed the present suit, praying for inter

alia permanent injunction, damages, delivery-up and declaration of

Activ

plaintiff’s mark, - as well-known.

5. Learned counsel appearing for the plaintiff has drawn the attention of
this Court to the Local Commissioner Report, to show the extent of
infringing goods along with counterfeit products that were recovered from
the premises of defendant no. 1. The relevant portions of the report of the

Local Commissioner dated 19" July, 2024, read as under:
XXX XXX XXX

8. The search began around 11:45 AM and | started with the
inspection of the subject site during which I was informed by Mr.
Ankit Saini that Mr. Kapil, i.e., Defendant No.1 had received a call
3 days back from an unknown individual alerting him of a suit/case
that has been filed against him before the Delhi High Court and
advised Defendant No.1 to take action at the earliest. Upon further
enquiry qua the details of the unknown individual caller, Mr. Ankit
Saini refused to give any information to that effect.

9. While the Local Commission was being executed and search
was being carried out, | identified the original Castrol products
bearing the mark ‘Castrol Activ’, that were also being sold along
with the infringed products at the subject site. To this effect, | was
informed by Mr. Ankit Saini that they deal in original Castrol
products and themselves manufacture the infringed products and
sell all such products at the retail store owned by Defendant No.1.

10. Further during the course of inspection, | came across a
computer and enquired from Mr. Ankit Saini about the books of
accounts, ledgers, and the mode of dealing with the infringed
products. In response to my query, Mr. Ankit Saini introduced me
to the Chartered Accountant (“CA”) of Kapil Autoworks, who
introduced himself as Mr. Kapil Sharma. Subsequently, | was

CS(COMM) 532/2024 Page 6 of 30



informed by the CA that they deal in cash only and have no
records of any books of accounts, ledgers, etc., as they provide a
plain slip of paper indicating the figure, which they give to the
customers and keep no record of.

11. Upon enquiry qua the whereabouts of Defendant No.1, | was
informed that he is not present due to three back-to-back deaths in
his family. Thereafter, | enquired about the mode of acquiring and
manufacturing of the infringed products. To which, | was informed
that all the products are manufactured by the Defendant no.1 in a
factory which was located behind the main retail store.

12. It is recorded, that after the stock present at the retail store
was _thoroughly inspected and seized at the retail store, | along
with_the counsel for the plaintiff and his team proceeded to
inspect the factory, wherein manufacturing of infringed products
was being carried out. Upon my entry into the factory, | found 17
oil barracks and multiple boxes of the infringed products, which
evidently showed that the factory was a manufacturing unit
used/owned by the Defendant no.1.

XXX XXX XXX
(Emphasis Supplied)

6. This Court also notes the inventory, as filed by the learned Local
Commissioner, of the seized goods from the premises of the defendant no. 1,

which is reproduced as under:

S. No. Particulars Quantity

1. Makkvoll Active (25 Boxes x 20) -| 500 Bottles
900ml each

[ ]

Makkvoll Active (53 boxes x 20) - 900ml | 1060 Bottles
cach

3. |Makkvoll Active Empty Bottles (6| 120 Bottles
Boxes x 20) - 900ml each

4, Makkvoll Active (3 Boxes x 18) - 900ml | 54 Bottles
cach

5. Makkvoll Active Empty Bottles (1 Box x | 17 Bottles
17)- 900ml each
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6. Makkvoll Active Stickers 1988 stickers

7. Mackkvoll Cartons (bearing Active | 20 boxes

mark)

8. Mackkvoll Active Empty Bottles [900ml | 59 Bottles
cach]

Total: 1810 Bottles
1988 Stickers
20 Carton Boxes|

7. Perusal of the aforesaid clearly shows that defendant no. 1 has been
dealing with, manufacturing and marketing its products under the infringing
marks and packaging, in large commercial quantities.

8. At this stage, learned counsel appearing for the defendant no. 2
submits that no local commission was executed at his premises and no
infringing goods were recovered from the premises of defendant no. 2.

9. However, the said fact is vehemently denied by the learned counsel
appearing for the plaintiff. He draws the attention of this Court to various
documents filed with the plaint to show the active involvement of defendant
no. 2.

10. Pursuant to the aforesaid submission, the plaintiff has drawn the
attention of this Court to ‘Document 31’, as filed along with the plaint,
which is the Goods and Services Tax (“GST”) information of “Yashvi
Enterprises’, in the name of Mr. Sunil, i.e. defendant no. 2. Perusal of the
said document shows that defendant no. 2, who is running his proprietorship
under the trade name, ‘Yashvi Enterprises’, had obtained the GST
registration in 2020, and the same is currently active. The said document is

reproduced as under:
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B/FEI24 650 PM Gaods & Services Tax (GST) | Servicas

DOCUMENT - 31 Sep to Main Contant. @ A* &

Goods and Services Tax

RE GIN
Government of India, States and Union Territories 89 1

Home » Search Taxpayer > Search by GSTIN/UIN

Search Taxpayer
® Inticates mandatory felds

GETINAUIM of the Taxpayer®

SEARCH

Sezarch Result basad on GSTIN/UIN - 0BHJEPS2865GTZT

Legal Name of Business

SUNIL

Trade Nama

YASHVI EMTERPRISES

Effective Date of registration

10072020

Constitution of Business

Proprietarship

GSTIN / ULN Status
Active

Taxpayer Typa @
Regular

Administrative Office
(JURISDICTION = STATE}
State = Haryana

Ramge - Hizar

Dristrict = Bhiwan

Ward - Bhiwani Ward 4

Other Office
{JURISDICTION = CENTER])
Stote = CRIC

T - PANCHKLILA
Commissionerate = ROHTAK
[ivision = RHTWAMNT

Reange = RANGE=7 BHIWANIT

Principal Place of Business

11. In furtherance thereto, this Court also takes note of the GST document

showing registration in the name of Mr. Kapil, i.e., defendant no. 1, under
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‘Document 30°. The same is reproduced as under:

Gaoods & Services Tax (GST) | Services

DOCUMENT - 30

Goods and Services Tax
Government of India, States and Union Territories

Search Taxpayer

GSTINSUIN of the Tadpayer®

SEARCH

Home » Search Taxpayer 3 Search by GETIN/UIN

Search Rasult basad on GSTIN/UIN - 0BCADPKAS4TEIZS

Legal Name of Business

kapil

Trade Nams
KARIL AUTO WORKSHOP

Effective Date of registration

O1/08/2020

Constitution of Business

Proprietarship

GSTIN § ULMN Status

Active

Taxpayar Typa @

Regular

Administrative Office
{PURISDICTION = CENTER)

State = CRIC

Zone - JAIPUR

Commissionerate = ALWAR
Divisian - GST DIVISION-G STKAR

Range = G5T RANGE=MXXIYV THUNIHUNU

Other OfMice

CIURISDICTION = STATE)

State - Aajasthan

Zone = Bikaner

Cirgle = Circleslhunjhunu

Ward = Circle=Thunjhunu = Werd=[

Principal Place of Business

CS(COMM) 532/2024
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12.  This Court further notes the various listings on IndiaMart, for the
infringing products, wherein, the trade names of defendant nos. 1 and 2 are
clearly mentioned. The documents with regard to listing showing the trade
names of defendant nos. 1 and 2 on the pages of IndiaMart are reproduced as

under:

BI26/24 55T PM Engine O] Additive fram Surajgarh

Kapil Aute Workshop DOCUMENT - 32
10 suraigarn, S, Raiashan | S GST SOCAOPKBGTENZS | ) vertied Supsber | ) 3.0 o
- RO

Products & Sarvices  ENGiNe Oil Additive

Englne 0l Addiive O#tering you & complete cheice of products which inchude Engine Ol Additrve.
g O A3

Engine Oil Additive
®120/ i Gen Leowns Brice

0WID

Hattle of 200 mL
Semi Symnetic

Biks, Car, Bus, Truzk

Made in Indsa

es, | am imometed

"
Explore more categories
Automotive Components
3 products avalabla
Get in touch with us
Qur Company Reach Us Leave a Message, we will call you back!
Froducts & Services e Kﬂﬂll Auto Worknhep bzt ot
Cantact Us “Wird Mo 11,04d Bus Stand Ta Tehsil i
e — RoacSuratgam e, Sursfpa=s3307s o

Download Brochure

D Kapd
2 View Mobile Number

[=] Sana sws BB Send Emal|

csrmeinvs (P O @

hatpsitwwindiamat.comkapibautowarkshapiengine=sil-additive Mmi#2EE0T 221708 112
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E27/24, 76 PM Eapil Aula Warkshop Business erqguiny farm

— =
Fie ) 21 =L TS

Kapil Auto Workshop

Q) Surajgarh, Jhunjhunu, Rajasshan | € GST 0BCAQPKBSATENZS | (2] Verified Supglier | € 3.0

L Call 0B0BS2EATT Lt TOE

Hame Products & Services About Us Contact Us m

Cantact LUs far more delals

Requirement Details

Additonal detals sbout your requirement...

Reach Us

Ward No 17,20d Bus Stand To Tehsil Road, Surajgarh, Jhunjhunu,
Surajgarh=323029, Rajasthan, India

O Kapil
Q Call PEDEA264TT0

Dial Ext TO6 when connacted

We are here to help you! GuMonla:‘*D Fomuaar:o.w

Abaut Us Halp Suppliars Tool Kit Buyers Tool Kit Accounting Solutions
Jain Saks Foponack Selar Tacks Post Your Requiremeant coounbing Software
Succass Slores Complaints Lirlesd BuyLeaad Producis You Buy Tally on Mobsle
Prass Seclan Cestomer Cana Laarning Cantra Search Products & Supplers GET e-invoica
Advanise wilh Us Conlscl Us Ship With IndiaMART
Jabs & Canesrs
Copyright @ 1993-2024 IndiaMART InteMESH Lick All rights resansed, Terma of Uss - Privacy Peloy -Link 1o Us
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6/26/24 658 PM Makkvol 4T 20W40 Powerful Lubricant 4 Active Stroke Engine Oil, Packaging Size: 800m|, Mode| NameMNumber: Apis| al Rs .

e

FAAMART > Dl fonass A Linscacts > Frgrs OF > P Syaes Fraea O Adpnevosn O § 7o o O | | wmests Wae 1l Wam ATl

Makkvoll 4T 20W40 Powerfu| Lubricant 4 Active Stroke Engine Oil, ¥ 160/ sotte
Packaging Size: 900ml, Model Name/Number: Api-s|

a (38 @
g @ Lonary, Btvwans Heryens
© O8Te ML EFEIMIZT

2 v suvbe ) Mevtuite

T, (P

Ry  Contact

Number Supp jler
Product Detalls
Moded AFLSL
NameNumbes
Packugt 500
Fackaging Type Botle
Wiscousty Gemdn 20WeAD
Erand Maskvol

ACTIVE engie ol with powse Tectinclogy high qualty 4
stun engirs o hal scosde corples wgios
Fretncheon K& reduch comumgtion

Get Latest Price

Related categories :

Four Stroes Enges O iew Engine O

i 3 Get More Photes ) C U View Sisigar ) Automotve Ols | Engne Ol Lusncating Gil

Find products similar to Makkvoll 4T 20W40 Powerful Lubricant 4 Active Stroke Engine Oil, Packaging Size: 300ml, Model
Name/Number: Api-sl near Loharu

Zolon 20WE0 Sparco
P AT,
W New Brst AL (2 Ywetnd Evtarzrives G0 Yww Ausamabsfes W Nico Pwre Lutes ¥ Heteon Sales &, # Das O] Corporatan
Dasds b Lo Loter Swrynes Dued b Lot Dasds It Lomws Dasds b Lorans Desds » Lotwrs
110 Litre T 76/ Lire ¥ 800/ L ¥ 288/ ve T 160/ Love ¥ 280/ Lnw
% View Mobile W View Mobile L View Mobije W View Mobie U View Mobie ' View Mobide
Number Number MNumber

Numbor Number Numbor
[ omree [l o mires |
View More ~ j
Find refated catagories near Loharu

Astomotive Offs Engine Of . Lubeicating O] A Bixe Engine OI BN g:'“ e
 Mahandragarh } i Briwani  Briwani In Hisar & e
Get Quaote > Get Quote > Get Quose > Get Quose > < ' Gel Quce >
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6/26/24 701 PM Bike Engine Ol Makkvoll Multigrade 20w40, ging Type Bottle, P: ing Size 900 M| And 1 L af Rs 130/ilre in Lohary

FAMATT > O Granes & |ibvicants > Fogios OF > Rice Frgea 06l Adrcemote Db | oo OB |« wleatc| Wasc S0l Mam dLL:
Bike Engine Oil Makkvoll Multigrade 20w40, Packaging Type: Bottle, T 130/ 1o “89
Packaging Size: 900 Ml And 1 L

- - Yauhvi Loterprises.
= a |Ms @
U @ Lutars, Etrwers Harysns

© 087 MR EFLINATLT
2 et svbe ©) warsasirn

5 ViewMoblle | Contact
< Number v Supplier

Product Detalls
Gradoe 20w
Bk angne ol

G00mland 1L

MAKKVOLL
kaging Type Bordo
MAKKVOLL AT Ster 20W-40 i & saperier engine of

Blerdie frem righly refiewd base sioces fortifud wits
carvuly seecind arddtion cherriatry, 1 is spociuly

Mg Compiato Datae

Get Latest Price

Rolated categories :

fiew Engnn 01 Mdtigrasn Engne O

Automotve Ols  Engne Ol | Lusncating il

(_ [ Viww Siiar )

- &
C [ Gt Mere Photes )

Find products similar to Bike Engine Oil Makkvoll Multigrade 20w40, Packaging Type: Bottle, Packaging Size: 300 Ml And 1L

near Loharu
Ii ! -
Somi Synthetic 20We0 Bike Engine

7 Ny

1 ENGINE Ofi &t
DocectsT 20040 Qi Batk ol Ly BECOR Pacaaaly
W Nerw Bt A 2 Aqusresl Automatles (2 Se ClAgwcy Na ¥ Jw Dtwewt Lutricsnty W Sk sk W Shel featian Traders
Duels b Lo Dasds I Lorws Due b Lo Desds b Lo D b Lorses Desds I Lararu
321100 Ask Price Ask Price T 35001 e 2120/ 0 ¥ 120/ Botth of
S00m|

L View Mobile L View Mobille . View Mobile . View Mobile . View Mobidle & View Mobile
Number Number

Number Nurnber Number Number
[ camire |
\
View More ~
J

Find related categories near Loharu

. Astomotive Ol Engine OF *  Lubricating Ol RN | Covue Rowny Lubricants
i» Mahendragarh . Beiwar i Briwani El e w i Hisar
L Gul Quate > Gel Quote > Gt Quote > < Get Quote > Gl Quote >

hetps:/www, nart.com/p I-mus kg 20wA40=22890592662,html 13

13.  This Court notes that the respective GST registration numbers of the
businesses of defendant nos. 1 and 2, as reproduced hereinabove, are clearly
recorded along with the trade names of defendant nos. 1 and 2 in the
aforesaid pages of IndiaMart. Further, perusal of the aforesaid pages of
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IndiaMart clearly shows that both the defendants have been actively

involved in selling the infringing goods.

14,

posts associated with defendant no. 2,

This Court further notes the various Facebook pages, profiles and
in the name of either Yashvi

Enterprises or Mr. Sunil Sangwan which clearly show the offer for sale of

the infringing products in association with defendant no. 2, offering

distributorship of the infringing product and bulk marketing, thereof. The

said Facebook pages are reproduced as under:

&'ZQG 39 PM

DOCUMENT -33
=

(204) Fagebook _
8 ® (=] = + P

MAKKV@ LL

Sy POWERFUL LUBRICANTS 4

ﬂ
Q%ﬂ‘i

Makkvoll Lubricants

587 friends

EZE ove -

Posts About Friends Photos Videos

Posts

Intro

We are one of the leading Engine ol.automotive
lubricant and industrial lubricant manufacturers.

9 Works at Yashvi Enterprises

Checkeins More »

25 Filters

e Makkvoil Lubricants
vl o

2022 @
Prop: ADSIN
Ra0eni

% Lives in Bhiwani
©Q From Pilani

@ makivoll.com

Photos

Friends
589 friends

[TALL STARTS
WITH ADREAM

-
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(/ﬁ\ Makkvoll Engine oil
e

i/ A January 2022 QD

Sunil Sangwan » ALL INDIA LUBRICANT
MANUFACTURERS(#Makkvolilubricants)

4 January 2022 - O

#discountoffer Zspecialoffer Fspecialday #distributor
#affortableprice

Get Distributorship of Makkvoll lubricants

Lubricants in your City & District

Superior £... See more

D:

oY Like (J Comment &> Share
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6/26/24, 7:40 PM (204) Faceboak

0 @ & © @8 = + .

MAKKVOLL

S AT

Makkvoll Engine oil

251 likes « 251 followers

T

Posts About Mentions Reviews Followers Photos More = "
Posts 25 Filters
Intro [ Ay Makkvoll Engine oil

o 8 March 2022 Q&
We are one of lead'ng manufacturar of engine oll

Automotives LUBRICANT and industrial LUBRICANT BEST RATE & BEST QUAUTY

WHATS AAP & ORDER NOW
8397941111,9521851524... See more

o Page - Oil lube 2nd filter service

Q Defr, bhd a, Delhi
L 08397941111

28 makkvoll@gmal com
& makkvoll.com

© Abuays open

€) Pricerange - £££¢

W Notyet rated {1 review) o

- T Offer valid for 2
A e
nsvors CALL@8397941111 G
hétps:/www.facebook. com/pMakkvoll-Engine-oi-1¢ 3763693 7paip o .'_:. KRVNASIAX InCOBKNTpofF 2062UNGpMsHoJUARBD... 113

15.  Various other documents from Facebook, as filed along with the
plaint, show that the defendant no. 2, Mr. Sunil Sangwan is the proprietor of
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Yashvi Enterprises and has clearly claimed that defendant no. 2 is looking
for dealers and seeking distributorship for the infringing product in question.
The extracts of the relevant documents from the Facebook page of and

groups associated with defendant no. 2, are reproduced as under:

8/26/24 336 PM {20+) Start your business now=\We are |ooking for,.. - Makkvoll Engine oil | Facebook
- (2048
0O - ® & ® 8 = + o 8
& Makkvoll Engine oil DOCUMENT - 36 92”,4
\es) o1 Aprl 2021-@

Start your business now-We are looking for the dealers and distributors of Makkvoll Powerful
Lubricant all over India, if you are interested please call me on
8397941111,9521851534#makkvollengineoil

POWERFUL LURRICANTE POWERFUL LUBRICANTS

GEAR FOWER

GEAR POWER T

16 shares
dY Like () comment (© send 4> Share
Write a comment... S0@m @
@
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6/26/24 802 M

0 - e

Sunil Sangwan
Admin - 4 Janusey 2022 - @

(20+) Facebook

o 1

MAKKvoLL

POw ‘
E b SemuanTh

MEwrum

#discountoffer #specialoffer #specialday #distributor #affortableprice

Get Distributorship of Makkvoll lubricants
Lubricants in your City & District

Superiar Engine Oj] Protection

POMWER TO PERFORM

Give Extra Power & Performance to your business
Contact watsp=8397941111

$521851534... See more
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/27124, 7.56 PM ALL INDIA LUBRICANT MANUFACTURERS(#Maxkvolllubricants) | Na rate increase same price arder now and gel extra bend,

facebook
ALL INDIA LUBRICANT MANUFACTURERS(#Makkvolllubricants) | No rate increase same
by 328K members

#  Makkvoll Lubricants
WY Admin - 6 March 2022 - @

No rate increase same price order now and get extra benifits!

Get Distributership of Makkvoll lubricants

Lubricants in your City & District

Superior Engine Ol Protection

POWER TO PERFORM

Give Extra Power & Performance to your business

Contact watsp=8397941111

9521851534

#makkvoll #¥makkvolllubricant #makkvollengineol #makkvollgearail #makkvollhy
Customer can reach through this link below

https://wa me/message/SFSUAHZXIGLNN1

' MAKKVOLL |

POWEAFUL (LBMCANTS

FREE

Log in or sign up for Facebook to connect with friends, family and people y...

ETEE - TS
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facebook

“¥5 ALL INDIA LUBRICANT MANUFACTURERS(#Makkvolllubricants) | Get Distributorship of 1~9 m

b 328K members

Sunil Sangwan is ' 4 locking for a full-tme emplloyee with Oilman Lubricant and 14 others
n Haryana.
Admin - 4 January 2022 -

Get Distributorship of Makkvoll lubnicants
Lubricants in your City & District
Superior Engine Oil Protection
POWER TO PERFORM
Give Extra Power & Performance to your business
Contact watsp=8397941111
9521851534
dmakkvoll
#ubricant
¥distributor
#<armataka #gmakkvolllubricant #makkvellengineoil #makkvollgearoil #makkvolihy=68

Q7 59 shares

Log in or sign up for Facebook to connect with friends, family and people y...

BT - T

hitps/www.facebaok,comigroups2839817306235: pel ink/30; I #Sozé_rdr 15

16.  Perusal of the aforesaid documents clearly show that the defendant
no. 2 is not only the manufacturer of the products in question, but defendant

no. 2 is also dealing in bulk quantities of the said products. This is manifest
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from the very fact that defendant no. 2 is shown to be looking for
distributorships and dealerships for the products manufactured by him
through his proprietorship concern, i.e. Yashvi Enterprises.

17.  This Court further takes note of the affidavit of the investigator filed
along with the plaint as ‘Document 37°, who was hired at behest of the
plaintiff, wherein, the investigator has categorically stated as under:

XXX XXX XXX

6. | say that upon calling on this phone number, | found that it
belonged to one Kapil Saini, who informed, during my call, that he
deals in engine oils and lubricants bearing the MAKKVOLL brand
and ACTIVE marks as shown above through his proprietorship
concern, namely, Kapil Auto Workshop. Upon further enquiries, Mr.
Saini provided his address to me and agreed to meet me in person.

7. 1 then met with Mr. Saini at the address Ward No 11, Old Bus Stand
To Tehsil Road, Surajgarh, Jhunjhunu, Rajasthan, 333029, and
noticed that Mr. Saini was carrying on his business of manufacturing
and selling engine oils and lubricants from this address, trading under
the name Kapil Auto Workshop. I also noticed that the products which
were listed on Mr. Sunil/Yashvi Enterprises' IndiaMart page, bearing
the MAKKVOLL brand name and the above-shown ACTIVE and
ACTIBOND marks and packaging, were being manufactured,
marketed and sold/offered for sale by Mr. Saini, from this address.

8. Further, during my oral enquiries with Mr. Saini, | got to know that
Mr. Saini is associated with Mr. Sunil/Yashvi Enterprises and that the
two of them are together engaged in the business of manufacturing
and selling engine oils under the MAKKVOLL brand, bearing the
above-shown ACTIVE and ACTIBOND marks and packaging.

9. | further say that Mr. Saini confirmed to me during the investigation
that he is marketing, supplying and selling his engine oils under the
MAKKVOLL brand bearing the ACTIVE and ACTIBOND marks and
packaging to various dealers as well as consumers in Delhi.

XXX XXX XXX~

18.  This Court also takes note of the invoice dated 15" May, 2024, which
has been issued by defendant no. 1 for the infringing products, which is

reproduced as under:
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B
qﬂ,ge.\a,a PIL AUTO WORKKSHOP
= Ward No 11, Old bus stand to Tehsil Road,
Su ajgam Dist Jhu r‘jhur UI'Ral )
¢

= i Partcuiars HsNe | Qty Rate |[Amount
SAC ﬁ P‘_‘
B RKVe]) ! i

‘6681}

A

?gi%: Add SCST@ | =

| Banx-Indusing Bank | Add. IGST@ 7
AJc - 255783166821 Total Tax Amount 3
IESC ANDBLOO0OBEZ Total Bill Amount 3@ T
Al chepute 1o Surajgart Jurisdictian.  Sor - Kapil rks sh
2 Coods once sokd will ot be taken back .A.Xp =
I3 Iriter est werll becharged @10 after 7 days  Auth Sig or

19.  The aforesaid detailed discussion clearly brings forth the involvement
of the defendant nos. 1 & 2 in the manufacturing, marketing and selling of
engine oils, coolants and lubricant products under the infringing packaging
bearing the infringing marks.

20. This Court notes that the plaintiff is the proprietor of multiple

registrations and applications for the following marks:

(EE» Reg/App Mark Class Reg/App 1 Status
No. Date
1. 838183 ACTIV 4 25/01/1999 | Registered
2 3355419 ACT/IVE 4 08/04/2016 | Protection
—

7 B Granted
3 2317448 ACTIBOND - 18/04/2012 Pending
4. | 6153641 E i S i 4 17/10/2023 Pending

hl
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21.

Having noted the aforesaid facts and submissions, it is relevant to

compare the marks and packaging of the plaintiff to the infringing marks
and trade dress being used by the defendants. A comparative table towards

the same is reproduced, as under:

PLAINTIFF’S MARKS AND DEFENDANTS’ INFRINGING
TRADE DRESS MARKS AND TRADE DRESS
ACTIV ACTIVE
Activ Active
ACTIBOND

ACTIVE

ACTIBOND

ACTIBOND MOLECULES

CONTINUOUS PROTETIC

|
{

-

3 4 - " .
d - y 50%
/ 220N Jpre—
M \
./ makkvoLL ' | AveLL \\

d

Active #w=s \[‘

22. Perusal of the aforesaid tabular comparison, particularly the trade

dress of the parties, shows the following:
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I. The distinctive feature of plaintiff’s packaging, which is silver-grey in
colour with a red cap.

Ii. The front of plaintiff’s container bears a label in the shape akin to that
of a trapezium, the top of which prominently displays the CASTROL
device mark, below which the plaintiff' s other marks, such as ACTIV
are written in a stylized font.

iii. The centre of the label features the ‘Oil in Action’ with Rod device

-
i

mark ( )/ “Oil in Action’ with device mark ( ).

Iv. The bottom right of the plaintiff’s lubricant bottle features the

ACTIBOND device (Tasab b LA dLlil)
Iv. There is a label affixed onto the back of the container, which is also
in the shape or a trapezium, bearing the CASTROL ACTIV device mark
(< Castrol
Activ ]
( ). Further, below the said label are the details of the
manufacturer, place of manufacturing, bar code, MRP, date of
manufacture, etc.
23.  Upon a careful comparison of the trade dress of the plaintiff and that
of the defendants, it becomes apparent that the overall colour scheme, get-up
and layout of the defendants’ impugned packaging is nearly identical to that
of the plaintiff’s trade dress. The defendants have evidently used nearly
identical/deceptively similar two tone green and white background for the

label on their packaging. Further, the layout of the defendants’ label, with
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white colour in the upper half and a circular green, highlight for placement
"Y':‘l S
cJ

'
of similar device element/ é:’ Is another deliberate attempt on
part of the defendants to mislead and confuse the consumers as to the true
identity and association of its goods.
24.  This Court takes into consideration the principles to be borne in mind
while analysing deceptive similarity of marks, as laid down by the Supreme
Court in the case of Parle Products (P) Ltd. Versus J.P. and Co., (1972) 1
SCC 618, which read as under:

“Xxx xxx XXX

9. It is, therefore, clear that in order to come to the conclusion whether
one_mark is deceptively similar_to _another, the broad and essential
features of the two are to be considered. They should not be placed side by
side to find out if there are any differences in the design and if so, whether
they are of such character as to prevent one design from being mistaken
for_the other. It would be enough if the impugned mark bears such an
overall similarity to the registered mark as would be likely to mislead a
person usually dealing with one to accept the other if offered to him. In
this case we find that the packets are practically of the same size, the colour
scheme of the two wrappers is almost the same; the design on both though
not identical bears such a close resemblance that one can essily be mistaken
for the other. The essential features of both are that there is a girl with one
arm raised and carrying something in the other with a cow or cows near her
and hens or chickens in the foreground. In the background there is a farm
house with a fence. The word “Gluco Biscuits” in one and “Glucose
Biscuits” on the other occupy a prominent place at the top with a good deal
of similarity between the two writings. Anyone in our_opinion who has a
look at one of the packets today may easily mistake the other if shown on
another day as being the same article which he had seen before. If one
was not careful enough to note the peculiar features of the wrapper on the
plaintiffs’ goods, he might easily mistake the defendants’ wrapper for the
plaintiffs’ if shown to him some time after he had seen the plaintiffs’.
After _all, an ordinary purchaser is not gifted with the powers of
observation of a Sherlock Homes. We have therefore no doubt that the
defendants’ wrapper is deceptively similar to the plaintiffs’ which was
registered. We do not think it necessary to refer to the decisions referred to
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at the bar as in our view each case will have to be judged on its own
features and it would be of no use to note on how many points there was
similarity and in how many others there was absence of it.

Xxx xxx xxx”’
(Emphasis Supplied)

25.  This Court further notes that even on a broad comparison of the rival

marks of the plaintiff and the defendants, it is apparent that the defendants
have merely added the letter ‘E” to the plaintiff’s ‘ACTIV’ mark to arrive at

the impugned °‘ACTIVE’ mark, with identical font and stylization.
Moreover, the defendants have copied the plaintiff’s ‘ACTIBOND’ sword
mark in its entirety and are using it to package their infringing products.
Thus, this Court, in the case of National Insurance and Indemnity
Corporation and Another Versus Virat Travels and Another, 2022 SCC
OnLine Del 1004, while adjudicating upon the nature of deceptive similarity
between the marks BOLTBUS and BOLTTBUS/BULLETBUS, held as

under:

“Xxxx xxx xxx

19. After having seen the Defendants’ use of the identical and
deceptively similar mark ‘BOLTTBUS’ and ‘BULLETBUS’, as also the
initial adoption of the ‘bolt logo’, the identical colour combination and the
promotion on social media, this Court is convinced that the Defendants’
adoption and use of the said mark ‘BULLETBUS’ logo and writing style
as_also BOLTTBUS’ would be contrary to law and violative of the
Plaintiffs rights in the mark ‘BOLTBUS’. Such blatant infringement of the
mark, even though belonging to a foreign proprietor, cannot be condoned,
especially when the Court is convinced that the same has been adopted with
a dishonest and mala fide intention.

xxx xxx xxx”’

(Emphasis Supplied)
26. In view of the aforesaid findings and on account of no written

statements being filed on behalf of the defendants as recorded above, there is
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no defence effectively raised by the defendants and the claims of the
plaintiff remain unrebutted. Therefore, no useful purpose would be served in
putting the present case for trial.

27. Thus, in the case of Sandisk LLC and Another Versus Laxmi
Mobiles and Others, 2023 SCC OnLine Del 432, this Court held that where
no written statement has been filed by the defendants, the Court is
empowered to pass a summary judgement placing reliance on the report of
the Local Commissioner as evidence. The relevant portion of the said

judgement is reproduced as under:

XXX XXX XXX

17. Since there is no written statement on behalf of Defendants, despite
service of summons, this Court is empowered to pass a judgment in
terms of Order VIII Rule 10 of Civil Procedure Code, 1908. The report
of the Local Commissioner can be read in evidence in terms of Order
XXVI Rule 10(2) of CPC. [See: ML Brother LLP v. Maheshkumar
Bhuralal Tanna]. Therefore, in_light of the Reports of Local
Commissioners, and evidence collected by them, as well as non-filing of
written statements, this Court is of the opinion that no ex parte evidence
is required to be led. This view is supported by decisions of this Court in
Disney Enterprises Inc. v. Balraj Muttneja, and Cross Fit LLC v. RTB
Gym and Fitness Centre...”

XX xxx xxx”
(Emphasis Supplied)

28.  Therefore, in light of the foregoing facts and findings, the Court finds
that the defendant nos. 1 and 2 have infringed plaintiff’s trademarks, and
trade dress/packaging. Therefore, a decree by way of a summary judgment is
warranted in favour of the plaintiff.

29. As regards the aspect of cost and damages, this Court has further held
in the case of Sandisk LLC and Another (supra) that in matters involving

malafide adoption of mark and seizure of considerable quantity of infringing
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material, the Court can proceed to award damages to the plaintiff. The

relevant portion of the said judgment is reproduced as under:

“Xoxex xxx xxx

17. “....As regards claim of damages, this Court is convinced that this is
not a case of innocent adoption, and Defendants’ conduct invites the
award of damages. Taking a reasonable assessment of the volume of
seizure_made, nature of counterfeiting indulged into by Defendants, in
the opinion of the Court, Plaintiffs are entitled to nominal damages,
purpose of which has been laid out in the judgment of this Court in
Indian Performing Right Society v. Debashis Patnaik.

XXX xxx xxx”
(Emphasis Supplied)

30. Considering the aforesaid submissions and findings, the following
directions are issued:
l. The present suit is decreed in favour of the plaintiff and against the
defendants in terms of Para 65 (a) to (d).
1.  Cost and damages of Rs. 10,00,000/- each, shall be paid by defendant
nos. 1 & 2 to the plaintiff.
[11.  The said amount shall be paid by the defendants to the plaintiff within
a period of six months from today. The aforesaid amount shall be paid in
two instalments by the defendants each, i.e., the first instalment of Rs.
5,00,000/- within three months from today, and the second instalment within
a period of three months, thereafter.
IV. The plaintiff and/or its representative, is granted liberty to visit the
premises of defendant no. 1 to destroy the goods bearing the
mark/packaging of the plaintiff. For this purpose, the plaintiff and/or its
representative shall contact the learned counsel appearing for defendant no.

1, and fix a mutual convenient time, which shall be done within a period of
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four weeks from today.

31. Decree sheet be drawn up, accordingly.

32. The present suit, alongwith the pending application, stands disposed
of.

MINI PUSHKARNA, J
FEBRUARY 18, 2025/da
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